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REMARKS 

The Office Action mailed March 31, 2006 has been carefully considered and the 
following response prepared. Claims 1-15 are pending in the application. Claims 9-15 are 
withdrawn from consideration. Claims 1-8 have been canceled and replaced with new claims 
16-23 which are discussed below. No new matter has been added. 

At page 2 of the Office Action, the Examiner objected to the form of the specification 
and claims. A new Abstract on a separate page is sumbitted. The claims have been amended 
to add "We claim" before claim 1 . The specification has been amended to add section 
headings and move the brief description of the drawings. Withdrawal of the objections to the 
specification and claims is requested. 

At page 3 of the Office Action, the Examiner rejected claims 1-3 under 35 USC 101 
because the claims did not set out any steps involved in the claimed process. Applicants 
traverse this rejection. Claims 1-3 have been canceled without prejudice and this rejection is 
now moot. Withdrawal of the rejection is requested. 

At page 4 of the Office Action, the Examiner rejected claims 1-8 under 35 USC 1 12, 
first paragraph as not enabled. The Examiner indicated that the specification only provides 
guidance for the use and method involving a transgenic maize plant that is transformed with a 
nucleic acid from wheat that encodes a puroindoline-a protein or a puroindoline-b protein or 
both. 

Applicants traverse this rejection. Claims 1-8 have been canceled without prejudice 
and replaced with new claims 16-23 directed to subject matter the Examiner indicated is 
enabled by the specification. New claim 16 is drawn to a method for obtaining corn with 
improved starch extractability wherein a maize plant is transformed with a nucleic acid 
sequence encoding a wheat puroindoline-a protein, a wheat puroindoline-b protein or both, 
thereby obtaining corn with improved starch extractability. New claim 20 is directed to a 
method of improving starch extractability comprising cultivating a maize plant transformed 
with a nucleic acid sequence encoding a wheat puroindoline-b, a nucleic acid sequence 
encoding a wheat puroindoline-a or both. New claims 17-19 depend from claim 16; new 
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claims 21-23 depend from claim 20. Withdrawal of this section 1 12 first paragraph 
enablement rejection is requested. 

At page 7 of the Office Action, the Examiner rejected claims 1-8 under 35 USC 1 12, 
first paragraph as failing to comply with the written description requirement. The Examiner 
stated that the specification does not provide guidance for puroindoline genes from a source 
other than wheat, or other grain softness-enhancing genes from any source, and asserted that 
the specification only provides guidance for the use and method involving a transgenic maize 
plant that is transformed with a nucleic acid from wheat that encodes a puroindoline-a protein 
or a puroindoline-b protein or both. 

Applicants traverse this rejection. Claims 1-8 have been cancelled without prejudice 
and replaced with new claims 16-23, discussed above, that are directed to subject matter that 
the Examiner stated complies with the written description requirement of section 1 12, first 
paragraph. Withdrawal of this section 1 12 first paragraph written description is requested. 

At page 10 of the Office Action the Examiner rejected claims 1-8 under 35 USC 
102(b) as being anticipated by Morris et al. (WO 99/61580). The Examiner stated that 
Morris et al. teach a maize plant transformed with a nucleic acid construct that expresses 
puroindoline-a, puroindoline-b or both puroindoline-a and puroindoline-b. 

Applicants traverse this rejection. Claims 1-8 have been cancelled without prejudice 
and replaced with new claims 16-23, as discussed above. 

Morris et al. (WO 99/61580) discloses modification of cereal grain hardness by means 
of expression of puroindoline proteins. As disclosed in Morris et al., a transgenic plant with 
softer textured grain is produced by transforming into the plant puroindoline a or 
puroindoline b or both. A transgenic plant with harder textured grain is produced by 
transforming into a plant with soft textured grain a nucleic acid sequence which prevents 
expression of a puroindoline protein. A preferred plant is maize (page 3, lines 19-22), and 
preferred puroindoline proteins are puroindoline a and puroindoline b (page 9, lines 6-9). * 
Although Morris et al. states that maize is a preferred plant for use in the methods disclosed 
therein, the reference only exemplifies the transformation of rice and wheat with puroindoline 
a and puroindoline b (pages 59-60, examples D and E). Morris et al. does not contain 
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examples of transformation of maize with puroindoline a and/or puroindoline b. Moreover, 
Morris et al. does not disclose methods for obtaining corn with improved starch extractability 
or methods of improving starch extractability as claimed in the present application. 

In the remarks for the enablement rejection, the Examiner stated that the function of 
all grain-softness-enhancing genes in transgenic maize is not known. The Examiner cited 
Morris, Plant Molecular Biology 48: 633-647, 2002 to support the position that the role of 
puroindoline genes in grain hardness is unclear. The Examiner concluded that, since the 
function of these sequences are not known in their endogenous species, it is also inherent that 
the function of these sequences within transgenic maize will also not be known and, 
consequently, assessing the function would require undue experimentation. 

Prior to the present application even the function of wheat puroindoline a and 
puroindoline b in maize was not known. The production of maize plants which express 
wheat puroindolines had not been reported or demonstrated to be achievable reproducibly. 
The effect of wheat puroindoline-a and puroindoline-b genes on corn starch extractability, 
therefore, was unpredictable, especially since maize does not contain endogenous 
puroindoline genes. Applicants found that starch extractability was improved in corn from 
maize plants expressing a wheat puroindoline protein in comparison with non-transformed 
plants. Puroindoline expressing corn allows faster hydration, easier starch protein separation 
and decreased washings in the extraction process. 

Morris et al. does not anticipate new claims 16-23. Morris et al. does not disclose 
examples of maize plants transformed with puroindoline-a and/or puroindoline-b. Further, 
Morris et al. does not disclose the claimed methods for obtaining corn with improved starch 
extractability and improving starch extractability. Withdrawal of this section 102(b) rejection 
is requested. 
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In view of the above, the present application is believed to be in a condition ready for 
allowance. Reconsideration of the application is respectfully requested and an early Notice 
of Allowance is earnestly solicited. 



Dated: July 3 1 , 2006 Respectfully submitted, 



Liza D. HoKenschutz 
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